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DETAILED ACTION 

1 . This action is issued in response to the Amendment filed on 02/25/2009. 

2. Claims 1 - 4, 6, 1 1 , 13 - 14, and 16 were amended. Claims 7- 10, and 17-35 
were canceled. No claims were added. 

3. This action is made Final. 

4. Claims 1 -6, and 11 - 16 are pending in this application. 

Response to Arguments 

5. Applicant's arguments with respect to claims 1 -6, and 11-16 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
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not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

8. Claim 1 - 3, 6, 1 1 - 13, and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tushie et al. (Tushie hereinafter) (US Patent No. 6,014,748) in view 
Du et al. (Du hereinafter) (US 2001/0042212). 

Regarding Claim 1 , Tushie discloses a method for automating the 
personalization of a batch of smart cards that originates with a smart card issuer (Col. 5 
and 6, lines 66 - 67 and 1 - 5, Tushie), comprising: 

executing a personalization assistant tool (Col. 2, lines 38 - 40, Tushie), said 
software tool including a default member profile having default values for smart card 
features, a smart card feature being a parameter representing a business requirement 
of said smart card issuer dictating smart card usage (Col. 2 and 1 8, lines 39 - 40 and 5 
- 24, "The card framework template record describes the structure of the chip on the 
card. In the sample shown below, the $MF entry defines a root directory (3F00), while 
$DF entries define a medical application (5F20), and an accounting application (5F10). 
Within each directory are application-specific files defined by $EF entries, such as 6F00 
containing the account name and 6F10 containing the account number. All file 
descriptive data resides in the card framework template and is referenced at various 
times during the smart card issuing process", wherein the card framework template 
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record corresponds to the default member profile claimed; and wherein entries, such as, 
account name and account number correspond to the default values for smart card 
features; Col. 2, lines 54-59; Col. 8, lines 48 - 51 ; Col. 14, lines 3-5; Col. 17, lines 9 
- 12; and Col. 14, lines 22 - 33, Tushie). 

Furthermore, Tushie also discloses a method and system for receiving smart 
card feature information (Page 6, lines 40 - 46, Tushie) that was previously entered into 
a cardholder database management system by a user (Fig. 1 B, item 152, Page 7, lines 
48 - 59, Tushie). In addition, Tushie discloses that the smart card personalization 
system will create smart cards according to the information received from alternate 
inputs (Col. 6, lines 54 - 56, Tushie) and from a software tool (Fig. 1A, item 150, Card 
Issuer Mgnt System, Page 9, lines 23 - 26 and 33 - 38; respectively, Tushie). However, 
Tushie does not expressly disclose the details on how the user enters such smart card 
information into the system. On the other hand, Du discloses computer instructions for 
providing a user with a plurality of queries regarding said smart card features said 
queries originating from said software tool ([0048], Du); receiving from the user 
responses to the plurality of queries, said responses being received by said software 
tool and reflecting smart card features desired by said smart card issuer ([0048], Du); 
matching each of said responses with an output data value, said matching being 
performed by said software tool, each of said output data values representing one of 
said smart card features and being suitable for personalizing a smart card ([0049], and 
[0050], Du). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the teachings of Du as a method for users to enter 
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personalized information in the Tushie system at Fig. 1B, item 152, Card Holder Data, 
to the smart card personalization system of Tushie. Skilled artisan would have been 
motivated to do so, as suggested by Du ([001 1], Du), to provide a smart card enabled 
mobile personal computing environment system that creates an infrastructure for the 
management of a user's personal computing environment data on a smart card. 

The Tushie in view of Du combination (Tushie/Du hereinafter) also discloses: 
modifying said default member profile to include said matched output data 
values, said output data values replacing corresponding said default values for smart 
card features (Du); and 

generating a personalization data file from said modified default member profiles 
([0050], Du), wherein said personalization data file is suitable for personalizing said 
batch of smart cards and provides said smart card features on each smart card in said 
batch of smart cards for a plurality of users wherein said batch of smart cards is 
personalized with respect to the plurality of users by way of said output data values 
(Col.6 and 9, lines 42 - 47 and 33 - 38; respectively, "... The smart card personalization 
system 100 receives data from a card issuer management system 150 (typically 
proprietary to the card issuer), translates the data into a data stream, and outputs the 
data stream to personalization equipment 130 which personalizes the smart cards 
160..."; Tushie; and [0050] and [0051], Du). 



Regarding Claim 2, Tushie/Du discloses a method, further comprising: 
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using individual cardholder input files and the personalization data file to 
personalize a said batch of smart cards to yield a plurality of personalized smart cards 
(Col. 2, lines 46 - 54, Tushie; and [0050], Du). 

Regarding Claim 3, Tushie/Du discloses a method, wherein said matching 
includes: 

providing a look up table with entries for various combinations of responses to 
the plurality of queries (Col. 17, lines 13-25, Tushie; and [0055], records, Du); 

finding a matching entry in the look up table that matches the responses to the 
plurality of queries (Col. 17, lines 13 - 25, Tushie; and [0055], records, Du); 

locating one of said output data values associated with the matching entry (Col. 
17, lines 13-25, Tushie; and [0055], records, Du); and 

outputting the one of said output data values associated to the matching entry 
(Col. 17, lines 13-25, Tushie; and [0055], records, Du). 

Regarding Claim 6, Tushie/Du discloses a method, further comprising providing 
regional profiles and subregional profiles, wherein a subregion is within a region, 
wherein the regional and subregional profiles have mandatory and recommended 
settings, wherein some of the subregional profiles are more stringent than regional 
profiles in which the subregions belong ([0046], and [0052], Du). 
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Claim 1 1 has been rejected under the same grounds as discussed in Claim 1 . 
Furthermore, Tushie/Du disclose: personalizing said batch of smart cards utilizing said 
personalization data file, said personalization data file providing said smart card 
features on each smart card in said batch of smart cards by was of said output data 
values (Col. 2, lines 46 - 54, Tushie; and [0050], Du). 

Regarding Claim 12, Tushie/Du discloses a computer implemented method, 
further comprising: 

sending the personalization data file to a preparation processing device (Fig. 1A, 
item 1 00 and 1 50, Col. 6, lines 42 - 46, Tushie; and [0049], Du); 
and 

using the personalization data file and cardholder input files to personalize smart 
cards (Fig. 1A, items 130 and 160, Col. 6, lines 45-47, Tushie; and [0049], Du). 

Regarding Claim 13, Tushie/Du discloses a computer implemented method, 
wherein said matching includes: 

providing a look up table with entries for various combinations of responses to 
the plurality of queries (Col. 17, lines 13-25, Tushie; and [0055], records, Du); 

finding a matching entry in the look up table that matches the responses to the 
plurality of queries (Col. 17, lines 13-25, Tushie; and [0055], records, Du); 

locating one of said output data values associated with the matching entry (Col. 
17, lines 13-25, Tushie; and [0055], records, Du); and 
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outputting the one of said output data values associated to the matching entry 
(Col. 17, lines 13-25, Tushie; and [0055], records, Du). 

Regarding Claim 16, Tushie/Du discloses a computer implemented method, 
further comprising providing regional profiles and subregional profiles, wherein a 
subregion is within a region, wherein the regional and subregional profiles have 
mandatory and recommended settings, wherein some of the subregional profiles are 
more stringent than regional profiles in which the subregions belong (([0046], and 
[0052], Du). 

10. Claims 4-5, and 14 - 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tushie et al. (Tushie hereinafter) (US Patent No. 6,014,748), in view 
Du et al. (Du hereinafter) (US 2001/0042212), and further in view of Anderson et al. 
(Anderson hereinafter) (US 5,884,289). 

Regarding Claim 4, Tushie/Du discloses all the limitations as discussed above 
including one query regarding offline limits and thresholds (Col. 6, lines 32 - 38, 
Tushie). However, Tushie/Du does not explicitly disclose that said smart card features 
include account usage control, and account risk management. On the other hand, 
Anderson discloses smart card features including: account usage control, and account 
risk management ([57], Abstract, Col. 7, lines 55 - 60, "allowing the card issuer to limit 
the on-going losses on that card"; Col. 8, lines 35 - 42; "i. All ATM/POS transactions 



Application/Control Number: 10/633,020 Page 9 

Art Unit: 2162 

(approved or declined) for sample cards going back for a period of time (e.g., 3 
months)", wherein for example "3 months" is part of the usage information as claimed; 
Anderson). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the Anderson's teachings to the system of 
Tushie/Du. Skilled artisan would have been motivated to do so, as suggested by 
Anderson ([57], Abstract, Anderson), to identify "at risk" cards in the criminal's 
possession which have not yet been used, and to limit the losses to individual financial 
institutions and the financial institution community at large. 

Regarding Claim 5, the combination of Tushie in view of Du and further in view of 
Anderson (Tushie/Du/Anderson hereinafter) discloses a method, wherein responses to 
the plurality of queries are used to provide best practices recommendations (Col. 8, 
lines 58 - 61 , Tushie; and [0048], Du). 

Regarding Claim 14, Tushie/Du/Anderson discloses a computer implemented 
method, wherein the plurality of queries, comprise: 

at least one query regarding smart card account usage control ([57], Abstract, 
Anderson); 

at least one query regarding smart card account risk management ([57], Abstract, 
Anderson); and 

at least one query regarding offline limits and thresholds (Col. 6, lines 32 - 38, 
Tushie). 
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Regarding Claim 15, Tushie/Du/Anderson discloses a computer implemented 
method, wherein responses to the plurality of queries are used to provide best practices 
recommendations (Col. 8, lines 58 - 61 , Tushie; and [0048], Du). 

Conclusion 

1 1 . Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Breene can be reached on (571) 272-4107. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Giovanna Colan 
Examiner 
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